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REMARKS/ARGUMENTS 

Claims 1-12 and 14-44 were pending in the present application. By virtue of this 
response, claims 13-19 and 42-44 have been cancelled, claims 1, 2, 4, 7, 8, 10-12, 20-22, 27, 30-32 
and 34-41 have been amended, and no new claims have been added. Accordingly, claims 1-12 and 
20-41 are currently under consideration. Amendment and cancellation of certain claims is not to be 
construed as a dedication to the public of any of the subject matter of the claims as previously 
presented. No new matter has been added. 

On June 6, 2005, Applicant Mark Slipp and Applicant's undersigned representative 
conducted a telephonic interview with Examiner D. England. Applicant appreciates and thanks 
Examiner England for the interview. 

During the June 6, 2005 teleconference, the elements of rejected claims 1-12 and 14-44 
were discussed. The Examiner essentially reiterated his arguments of the Office Action mailed 
September 9, 2004 that U.S. Patent No. 6,092,191 to Shimbo et al. discloses the elements of claims 
1-12 and 14-44. In response to a question from the Examiner regarding the nature of Applicant's 
invention, Applicant explained that the invention allows additional or second content to be provided 
to a user who requests first content over the internet. 

Further summary of this interview is provided below along with remarks regarding the 
outstanding claim rejections. 

Rejections under 35 USC §102 

Claims 1-12 and 14-44 are rejected as allegedly being anticipated by Shimbo et al. U.S. 
Patent No. 6,092,191 (hereinafter Shimbo et al.). 

In the Office Action, in response to Applicant's arguments regarding patentability of 
claims 1-12 and 14-44 over Shimbo et al. presented in Applicant's amendment of December 7, 
2004, the Examiner stated that Shimbo discloses that "a request is sent from a node and other nodes 
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that intercept the request add information to the packet and then send it back to the requesting node 
before the requesting node adds more information to the packet and sends it to its destination." 
(Office Action, para. 23.) 

With this communication, Applicant has amended claim 1 to recite a method for 
"inserting second content . . . into first content requested ... by a user via an application running on 
a first computer the second content sent by the second computer ... to the application running on 
the first computer for receipt by the user." The method includes "receiving in [an] intermediate 
computer a response from the second computer containing the first content; and sending the first 
content and the second content from the intermediate computer to the application running on the 
first computer for receipt by the user." 

No place does Shimbo disclose this element. In particular, Shimbo discloses a security 
protocol in which security gateways, on a packet transfer route can attach a public key and address 
to an inquiry request packet. (Shimbo et al., col. 27, line 49-col. 28, line 13.) And, though the 
security gateways may be integrated with a host, Shimbo does not disclose that the attached public 
keys and addresses are sent to an application running on a computer for receipt by a user through 
which other content was requested. Thus, Shimbo et al. cannot anticipate amended claim 1 . 

The present invention advantageously allows insertion of non-requested content in 
response to a request for content by a user and receipt by the user of the non-requested content. 
Thus, as discussed during the June 6, 2005 teleconference, the method of amended claim 1 could be 
used to insert non-requested content, such as advertising, into a web page requested by a user over 
the internet. Shimbo, on the other hand, discloses a packet authentication scheme for which no 
purpose would be served by providing additional or altered second content to a user that requested 
first content. In particular, there would be no need for a user to receive a public key and address. 
Thus, neither would it be obvious to one or ordinary skill in the art from the disclosure of Shimbo et 
al. to provide a user with content not requested by the user. 
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Additionally, during the June 6, 2005 teleconference, the Examiner stated that he 
believed that the claims as drafted did not make clear that an intermediate computer mediated the 
provision of additional content to a user. Accordingly, claim 1 has been amended to specifically 
recite the operation of an "intermediate computer" in the method of amended claim 1 . In particular, 
amended claim 1 recites: 

intercepting a request on an intermediate computer to establish a connection with the 
second computer sent by the first computer; 

establishing a first connection between the intermediate computer and with the second 
first computer and establishing a second connection between the intermediate computer and with the 
first second computer; 

receiving a request in the intermediate computer for the first content sent by the user via 
the application running on the first computer; 

sending the request for the first content from the intermediate computer to the second 

computer; 

receiving in the intermediate computer a response from the second computer containing 
the first content; and 

sending the first content and the second content from the intermediate computer to the 
application running on the first computer for receipt by the user. 

Thus, Applicant believes that the function of an intermediate computer in the method of 
amended claim 1 is clear. 

For the reasons discussed above, it is believed that amended claim 1 is patentable over 
Shimbo et al. and Applicant respectfully requests withdrawal of the rejection. 
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Claims 2-6 each ultimately depend from amended claim 1 Additionally, claims 2 and 4 
have been amended to bring them into conformance with amended claim 1 . Accordingly, it is 
believed that claims 2-6 are also patentable over Shimbo et al. and Applicant respectfully request 
withdrawal of the rejection of these claims. 

With this communication, independent claim 7 has been amended to recite a method for 
"inserting second content into first content requested by a user via an application running on a first 
computer from a second computer and sent . . . over the internet to the application running on the 
first computer for receipt by the user." The method recites the step of "sending the first content and 
the second content to the application running on the first computer for receipt by the user." 
Additionally, claim 7 has been amended to specifically recite the operation of an "intermediate 
computer" in the method of amended claim 7. Thus, for the reasons discussed above with respect to 
claim 1, it is believed that claim 7 is patentable over Shimbo et al. and Applicant respectfully 
requests withdrawal of the rejection. 

Claims 8-12 each ultimately depend from amended claim 7. Additionally, claims 8 and 
10-12 have been amended to bring them into conformance with amended claim 7. Accordingly, it is 
believed that claims 8-12 are also patentable over Shimbo et al. and Applicant respectfully request 
withdrawal of the rejection of these claims. 

Claims 13-19 have been canceled. 

With this communication, independent claim 20 has been amended to recite a system 
"for inserting second content into first content requested over the Internet by a user via an 
application running on a first computer from a second computer and sent by the second computer 
over the Internet to the user via the application running on the first computer." The system includes 
"a response sent from the second computer containing the first content that is received by the 
intermediate computer and sent with the first content to the application running on the first 
computer to be received by the user." Additionally, claim 20 has been amended to specifically 
recite the operation of an "intermediate computer." Thus, for the reasons discussed above with 
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respect to claim 1 , it is believed that amended claim 20 is patentable over Shimbo et al. and 
Applicant respectfully requests withdrawal of the rejection. 

Claims 21-26 each ultimately depend from amended claim 20. Additionally, claims 21 
and 22 have been amended to bring them into conformance with amended claim 20. Accordingly, it 
is believed that claims 21-26 are also patentable over Shimbo et al. and Applicant respectfully 
request withdrawal of the rejection of these claims. 

With this communication, independent claim 27 has been amended to recite a method 
"for delivering second content to a user via an application running on a first computer who has 
requested first content over the Internet from a second computer. . . The method recites 
"delivering the second content to the application running on the first computer for receipt by the 
user and via [an] intermediate computer." Additionally, claim 27 has been amended to specifically 
recite the operation of an "intermediate computer" in the method of amended claim 27. Thus, for 
the reasons discussed above with respect to claim 1, it is believed that amended claim 27 is 
patentable over Shimbo et al. and Applicant respectfully requests withdrawal of the rejection. 

Claims 28 and 29 each ultimately depend from amended claim 27. Additionally, claim 
28 has been amended to bring it into conformance with amended claim 27. Accordingly, it is 
believed that claims 28 and 29 are also patentable over Shimbo et al. and Applicant respectfully 
request withdrawal of the rejection of these claims. 

With this communication, Applicant has amended independent claim 30 to recite a 
device for "delivering second content to a user running an application on a first computer that has 
requested first content over the Internet from a second computer, the second content being received 
by the user before the user first computer receives the first content" The device includes "first 
content . . . received by the intermediate computer from the second computer and forwarded to the 
user running the application on the first computer." Additionally, claim 30 has been amended to 
specifically recite the operation of an "intermediate computer." Thus, for the reasons discussed 
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above with respect to claim 1, it is believed that amended claim 30 is patentable over Shimbo et al. 
and Applicant respectfully requests withdrawal of the rejection. 

Claims 31-33 each ultimately depend from amended claim 30. Additionally, claims 31 
and 32 have been amended to bring them into conformance with amended claim 30. Accordingly, it 
is believed that claims 31-33 are also patentable over Shimbo et al. and Applicant respectfully 
request withdrawal of the rejection of these claims. 

With this communication, Applicant has amended claim 34 to recite "a device for 
inserting second content into first content requested over the Internet by a user via an application 
running on a first computer from a second computer and sent by the second computer over the 
Internet to the application running on the first computer." The device includes a "content insertion 
means being for triggering sending of the second content to the application running on the first 
computer for receipt by the user and with the first content if the request for first content matches a 
pre-determined rule triggering insertion." Additionally, claim 34 has been amended to specifically 
recite the operation of an "intermediate computer" Thus, for the reasons discussed above with 
respect to claim 1, it is believed that amended claim 34 is patentable over Shimbo et al. and 
Applicant respectfully requests withdrawal of the rejection. 

With this communication, Applicant has amended claim 35 to recite a "device for 
inserting second content into first content requested over the Internet by a user via an application 
running on a first computer from a second computer." The device includes a "content insertion 
means being for triggering sending of the second content to the application running on the first 
computer for receipt by the user and with the first content if [a] response matches a pre-determined 
rule triggering insertion." Additionally, claim 35 has been amended to specifically recite the 
operation of an "intermediate computer." Thus, for the reasons discussed above with respect to 
claim 1, it is believed that amended claim 35 is patentable over Shimbo et al. and Applicant 
respectfully requests withdrawal of the rejection. 
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With this communication, Applicant has amended claim 36 to recite a method for 
"modifying first content requested over the Internet by a user via an application running on a first 
computer from a second computer and sent by the second computer over the Internet to the user via 
the application running on the first computer." The method includes sending "from [an] 
intermediate computer . . . modified content to the user via the application running on the first 
computer." Additionally, claim 36 has been amended to specifically recite the operation of an 
"intermediate computer." Thus, for the reasons discussed above with respect to claim 1, it is 
believed that amended claim 36 is patentable over Shimbo et al. and Applicant respectfully requests 
withdrawal of the rejection. 

Claims 37-41 each ultimately depend from amended claim 36. Additionally, claims 37- 
41 have been amended to bring them into conformance with amended claim 36. Accordingly, it is 
believed that claims 37-41 are also patentable over Shimbo et al. and Applicant respectfully request 
withdrawal of the rejection of these claims. 

Claims 42-44 have been canceled. 
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In view of the above, each of the presently pending claims in this application is believed 



to be in immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
withdraw the outstanding rejection of the claims and to pass this application to issue. If it is 
determined that a telephone conference would expedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below. 



other relief is required, applicant petitions for any required relief including extensions of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
495142000100 . However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account. 

Dated: October 5, 2005 Respectfully submitted, 



In the event the U.S. Patent and Trademark office determines that an extension and/or 
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